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DETAILED ACTION 

1 . The following is a non-final, first Office action on the merits. Claims 1-24 are 
pending. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1-12, 15-17, 19-20, & 22-24 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Claims 1, 15, 19-20, & 22-24 recite "...determining a composition between said 
contract sub-portfolio and an asset sub-portfolio...". It is unclear how the composition of 
the investment portfolio is determined. Specifically, how does one ascertain what is in 
the contract sub-portfolio and the asset sub-portfolio. Clarification is required. For 
examination purposes, the limitation has been construed as -estimating the risk of an 
investment portfolio, including respective sub-portfolios-. 

Claims 2-12 depend from claim 1 and therefore contain the same deficiency. 

Claims 16-17 depend from claim 15 and therefore contain the same deficiency. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
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applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

5. Claims 1-17 & 21-24 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Shimko et al. (U.S. 7,139,730). 

As per claim 1, Shimko et al. teaches a method for managing an investment 
portfolio, comprising: 

determining a feasible loss in notional value of a contract sub-portfolio of said 
investment portfolio (See column 3, lines 14-21, and claim 1, which discusses 
calculating potential loss exposure for a portfolio of assets containing respective sub- 
portfolios); and 

determining a composition between said contract sub-portfolio and an asset sub- 
portfolio of said investment portfolio on a second date that is subsequent to a first date 
is not less than a highest marked-to-market value for said investment portfolio that 
occurred on or between said first date and said second date (See claim 1 , and column 
11, line 63, through column 12, line 14, which discusses a centralized management 
operation utilizing a mark to market value for each sub-portfolio to assess risk; and 
furthermore, how calculating the risk for a respective portfolio depends on several 
factors, including time). 

As per claim 2, Shimko et al. teaches wherein said first date is an inception date 
of said investment portfolio, and said second date is a maturity date of said investment 
portfolio (See claim 17, which discusses calculating the value of a portfolio at a pre- 
selected time interval). 
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As per claim 3, Shimko et al. teaches wherein said contract sub-portfolio 
comprises a futures contract (See column 2, lines 12-36, which discusses a long term 
futures contract). 

As per claim 4, Shimko et al. teaches wherein said contract sub-portfolio 
comprises forward contracts (See column 1 , lines 25-35, which discusses forward 
contracts). 

As per claim 5, Shimko et al. teaches wherein said contract sub-portfolio 
comprises a swap agreement (See column 9, lines 27-41, which discusses swaps). 

As per claim 6, Shimko et al. teaches wherein said feasible loss in notional 
value of said contract sub-portfolio represents a probable maximum loss in notional 
value of said contract sub-portfolio (See column 7, lines 48-58, which discusses 
calculating potential loss exposure for each sub-portfolio). 

As per claim 7, Shimko et al. teaches wherein said asset sub-portfolio 
comprises fixed income security (See column 10, lines 32-42, which discusses a 
security, such as a government bond). 

As per claim 8, Shimko et al. teaches wherein said asset sub-portfolio 
comprises a fixed income security (See column 10, lines 32-42, which discusses a 
security, such as a government bond) and a derivative contract (See column 1 , lines 47- 
52, which discuses option contracts). 

As per claim 9, Shimko et al. teaches wherein said determining said 
composition comprises determining a future value of said asset sub-portfolio for said 
second date (See claim 17, which discusses calculating the value of a portfolio at a pre- 
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selected time interval), and wherein said determined composition is such that said 
feasible loss in notional value of said contract sub-portfolio is less than or equal to a 
difference between said future value of said asset sub-portfolio and said highest 
marked-to-market value (See claim 1, which discusses a centralized management 
operation utilizing a mark to market value for each sub-portfolio to assess risk). 

As per claim 10, Shimko et al. teaches wherein determining said composition 
employs the formula xE is less than or equal to Z(1+r) A m + K-HW (See 37 C.F.R. § 
1.105 requirement). 

As per claim 11, Shimko et al. teaches wherein said determining said feasible 
loss in notional value of said contract sub-portfolio and said determining said 
composition are performed periodically (See claim 17, which discusses calculating the 
value of a portfolio or sub-portfolio using at least one of the following time intervals: 
daily, weekly, monthly, or at a pre-selected time interval). 

As per claim 12, Shimko teaches wherein said periodic performance has a 
period that corresponds to that of a periodic determination of said value for said 
investment portfolio (See claim 17, which discusses calculating the value of a portfolio 
or sub-portfolio using at least one of the following time intervals: daily, weekly, monthly, ' 
or at a pre-selected time interval). 

As per claim 13, Shimko et al. teaches an investment portfolio, comprising a 
value that is marked-to-market and may result in a loss, wherein said value on a second 
date that is subsequent to a first date is no less than a highest marked-to-market value 
for said investment portfolio that occurred on or between said first date and said second 
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date (See claim 1, and column 11, line 63, through column 12, line 14, which discusses 
a centralized management operation utilizing a mark to market value for each sub- 
portfolio to assess risk; and furthermore, how calculating the risk for a respective 
portfolio depends on several factors, including time). 

Claim 14 recites equivalent limitations to claim 2 and is therefore rejected using 
the same art and rationale set forth above. 

As per claim 15, Shimko et al. teaches wherein said investment portfolio is 
managed by a method that includes: 

determining a feasible loss in notional value of a contract sub-portfolio of said 
investment portfolio (See column 3, lines 14-21, and claim 1, which discusses 
calculating potential loss exposure for a portfolio of assets containing respective sub- 
portfolios); 

determining a future value of an asset sub-portfolio of said investment portfolio 
for said second date (See column 12, lines 26-33, which discusses calculating the value 
of each sub-portfolio); and 

determining a composition between said contract sub-portfolio and an asset sub- 
portfolio such that said feasible loss in notional value of said contract sub-portfolio is 
less than or equal to a difference between said future value of said asset sub-portfolio 
and said highest marked-to-market value of said investment portfolio (See claim 1 , 
which discusses a centralized management operation utilizing a mark to market value 
for each sub-portfolio to assess risk). 
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Claims 16 & 17 recite equivalent limitations to claims 11 & 12, respectively, and 
are therefore rejected using the same art and rationale as set forth above. 

As per claim 21, Shimko et al. teaches an interest in an investment portfolio, 
comprising: 

a value that is periodically marked-to-market and may result in a loss (See 
column 7, lines 48-58, which discusses calculating potential loss exposure for each sub- 
portfolio); 

wherein said investment portfolio is managed by a method such that a value of 
said interest on a valuation date that is subsequent to a purchase date of said interest is 
greater than or equal to a highest marked-to-market value for said interest that occurred 
on or between said purchase date and said valuation date (See claim 1 , and column 1 1 , 
line 63, through column 12, line 14, which discusses a centralized management 
operation utilizing a mark to market value for each sub-portfolio to assess risk; and 
furthermore, how calculating the risk for a respective portfolio depends on several 
factors, including time). 

Claims 22 & 23 recite equivalent limitations to claims 1 & 15 and are therefore 
rejected using the same art and rationale set forth above. 

As per claim 24, Shimko et al. teaches a storage media containing instructions 
for controlling a processor to manage an investment portfolio (See claim 24, which 
discusses a computer usable medium containing control logic), said storage media 
comprising: 
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instructions for controlling said processor to determine a feasible loss in notional 
value of a contract sub-portfolio of said investment portfolio (See column 3, lines 14-21 , 
and claim 1 , which discusses calculating potential loss exposure for a portfolio of assets 
containing respective sub-portfolios); and 

instructions for controlling said processor to determine a composition between 
said contract sub-portfolio and an asset sub-portfolio of said investment portfolio such 
that a value of said investment portfolio on a second date that is subsequent to a first 
date is no less than a highest marked-to-market value for said investment portfolio that 
occurred on or between said first date and said second date (See claim 1 , and column 
11, line 63, through column 12, line 14, which discusses a centralized management 
operation utilizing a mark to market value for each sub-portfolio to assess risk; and 
furthermore, how calculating the risk for a respective portfolio depends on several 
factors, including time). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 18-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shimko et al. (U.S. 7,139,730), further in view of Jones (U.S. 2005/0060254). 

As per claim 18, Shimko et al. teaches a fund, comprising: 
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a value that is periodically marked-to-market and may result in a loss (See 
column 7, lines 48-58, which discusses calculating potential loss exposure for each sub- 
portfolio); 

wherein said value, on a valuation date subsequent to a purchase date of said 
interest, will be no less than a purchase value of said interest (See column 11, line 63, 
through column 12, line 14, which discusses how calculating the risk for a respective 

♦ 

portfolio depends on several factors, including time). 

However, Shimko et al. does not expressly disclose an open-end investment 
fund with an interest that is continuously offered. 

Jones discloses a method, system, and investment product for allocating or 
structuring investment assets (See abstract). 

Both Shimko et al. and Jones disclose methods for managing an investment 
portfolio. Jones discloses an open-end investment fund the can continue to increase its 
assets by selling shares and investing money (See paragraph 6, which defines an open- 
end investment fund). Therefore, it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to modify Shimko et al. to incorporate an 
open-end investment fund as taught by Jones in order to combine managing an open- 
end investment fund and approximating mark to market values of respective sub- 
portfolios over a specified time interval to achieve the predictable results of calculating 
potential risk. 

As per claim 19, Shimko et al. teaches wherein the method for managing a fund 
includes: 
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determining a feasible loss in notional value of a contract sub-portfolio of an 
investment portfolio of said fund (See column 3, lines 14-21, and claim 1, which 
discusses calculating potential loss exposure for a portfolio of assets containing 
respective sub-portfolios); and 

determining a composition between said contract sub-portfolio and an asset sub- 
portfolio of said investment portfolio such that the value of said investment portfolio on 
said valuation date is no less than a highest marked-to-market value for said investment 
portfolio that occurred on or between said purchase date and said valuation date (See 
claim 1 , and column 1 1 , line 63, through column 12, line 14, which discusses a 
centralized management operation utilizing a mark to market value for each sub- 
portfolio to assess risk; and furthermore, how calculating the risk for a respective 
portfolio depends on several factors, including time). 

However, Shimko et al. does not expressly disclose an open-end investment 

fund. 

Jones discloses an open-end investment fund the can continue to increase its 
assets by selling shares and investing money (See paragraph 6, which defines an open- 
end investment fund). Therefore, it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to modify Shimko et al. to incorporate an 
open-end investment fund as taught by Jones in order to combine managing an open- 
end investment fund and approximating mark to market values of respective sub- 
portfolios over a specified time interval to achieve the predictable results of calculating 
potential risk. 
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As per claim 20, Shimko et al. teaches wherein a fund is managed by a method 
including: 

determining a feasible loss in notional value of a contract sub-portfolio of an 
investment portfolio of said fund (See column 3, lines 14-21 , and claim 1 , which 
discusses calculating potential loss exposure for a portfolio of assets containing 
respective sub-portfolios); 

determining a future value of an asset sub-portfolio of said investment portfolio 
for said valuation date (See column 12, lines 26-33, which discusses calculating the 
value of each sub-portfolio); and 

determining a composition between said contract sub-portfolio and an asset sub- 
portfolio such that said feasible loss in notional value of said contract sub-portfolio is 
less than or equal to a difference between said future value of said asset sub-portfolio 
and said highest marked-to-market value for said investment portfolio achieved since 
said purchase date (See claim 1, which discusses a centralized management operation 
utilizing a mark to market value for each sub-portfolio to asses risk). 

However, Shimko et al. does not expressly disclose an open-end investment 

fund. 

Jones discloses an open-end investment fund the can continue to increase its 
assets by selling shares and investing money (See paragraph 6, which defines an open- 
end investment fund). Therefore, it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to modify Shimko et al. to incorporate an 
open-end investment fund as taught by Jones in order to combine managing an open- 
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end investment fund and approximating mark to market values of respective sub- 
portfolios over a specified time interval to achieve the predictable results of calculating 
potential risk. 

Requirement for Information under 37 C.F.R. § 1.105 

8. Applicant and the assignee of this application are required under 37 CFR 1 . 1 05 
to provide the following information that the examiner has determined is reasonably 
necessary to the examination of this application, specifically claim 10. 

9. In response to this requirement, please provide answers to each of the following 
interrogatories eliciting factual information: 

A. Is the formula utilized in claim 10 old and well known in the art? 

B. How did applicant derive the formula? 

C. What sources did applicant use in aggregating the mathematical operations 
to create the formula? 

D. Would applicant consider his formula an estimate? 

E. How does the formula specifically allow repetition of determining the 
composition of an investment portfolio and its' respective sub-portfolios? 

F. Are there any publications applicant is aware of concerning this formula? 

1 0. The fee and certification requirements of 37 CFR 1 .97 are waived for those 
documents submitted in reply to this requirement. This waiver extends only to those 
documents within the scope of this requirement under 37 CFR 1.105 that are included in 
the applicant's first complete communication responding to this requirement. Any 
supplemental replies subsequent to the first communication responding to this 
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requirement and any information disclosures beyond the scope of this requirement 
under 37 CFR 1 .105 are subject to the fee and certification requirements of 37 CFR 

I. 97. 

I I . The applicant is reminded that the reply to this requirement must be made with 
candor and good faith under 37 CFR 1.56. Where the applicant does not have or 
cannot readily obtain an item of required information, a statement that the item is 
unknown or cannot be readily obtained may be accepted as a complete reply to the 
requirement for that item. 

Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Viner (U.S. 2006/0020526) disclose an investment portfolio analysis system. 

Bodurtha et al. (U.S. 2003/0182219) discloses total return asset contracts and 
associated processing systems. 

Luskin et al. (U.S. 5,812,987) discloses an investment fund management method 
and system with dynamic risk adjusted allocation of assets. 

Dingman et al. (U.S. 7,1 10,970) discloses methods and apparatus for rapid 
deployment of a valuation system. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael R. Zecher whose telephone number is 571-270- 
3032. The examiner can normally be reached on M-F 7:30-5:00 alt. Fridays off. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alexander Kalinowski can be reached on 571-272-6771 . The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. , 



MRZ 
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